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DETAILED ACTION 

Preliminary amendments to the specification received 07/13/2007 have been 
received and entered. Claims 1-20 are pending. This is a first Office action on the 
merits for application serial number 10/550,607 filed 1 1/29/2005. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-5, 7-9, 14, and 17-20 rejected under 35 U.S.C. 102(b) as being 
anticipated by Martensson (WO 00/20705). 

a. Regarding claim 1 , Martensson discloses a device for connecting and 
locking building boards (1) comprising a top side and a bottom side having core 
made of wood (page 1 , line 6) material and provided with a groove (4) on at least 
two opposite side edges comprising an insert (10) intended for locking purposes, 
wherein the insert can be inserted into the groove (4) of one of the side edges, 
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the boards being connected by substantially horizontal displacement one toward 
the other, wherein the insert is provide with at least on resilient lip (Fig. 7b, 7c, 
7d) directed toward the top side or the bottom side. 

b. Regarding claim 2, the insert has two resilient lips directed in the opposite 
direction (Fig. 7b,7c,7d). 

c. Regarding claim 3, the insert is provide with resilient lips directed toward 
the bottom side (Fig. 7d). 

d. Regarding claim 4, the resilient lip has a tip running obliquely to the top 
side and bottom sides, which tip, cooperates with an obliquely running edge (Fig. 
7b,7c). 

e. Regarding claim 5, the insert is plastic (page 8). 

f. Regarding claim 7, the insert has a midway between the resilient lips 
which rests on a shoulder, running parallel to the bottom side of the bottom lip of 
the groove (Fig. 7c). 

g. Regarding claim 8, when the building boards are mutually connected, the 
insert is essentially fully surrounded in its peripheral contour by the core material 
of the boards (Figs. 7a,7b,7c,7d). 

h. Regarding claim 9, the angle of inclination between the obliquely running 
edge measures between 90 and 135 degrees (Fig. 7b, 7c). 

i. Regarding claim 14, the side edges of the insert taper outward (Fig. 7c). 
j. Regarding claim 17, claim 17 is a product by process claim. The 
patentability of a product does not depend on its method of production. The 
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insert is inserted into a groove (abstract), and the final product does not vary 
regardless of whether or not the insert is inserted at a factory site, 
k. Regarding claims 18 and 19, the insert can be permanently connected by 
glue (page 7). 

I. Regarding claim 20, the patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable 
even though the prior product was made by a different process. In this case, the 
board (1 ) has grooves (4). 

4. Claims 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Martensson (US Patent 6,763,643). 

a. Regarding claim 1 , Martensson discloses a device for connecting and 
locking building boards (1) comprising a top side and a bottom side having core 
made of wood material and provided with a groove (4) on at least two opposite 
side edges comprising an insert (10) intended for locking purposes, wherein the 
insert can be inserted into the groove (4) of one of the side edges, the boards 
being connected by substantially horizontal displacement one toward the other, 
wherein the insert is provide with at least on resilient lip (Fig. 7b, 7c, 7d) directed 
toward the top side or the bottom side. 

b. Regarding claim 13, the board is provided on one side with a tongue (22) 
pointing substantially in the transverse direction and on the other side edge with 
a groove (21) corresponding thereto (Fig. 8). 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 10-12 and 15-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Martensson (WO 00/20705). 

a. Regarding claims 10-12, Martensson discloses the invention as claimed 
except for specifying the thickness of the insert, the depth of penetration of the 
groove, or the flexural modulus of the plastic. However, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
provide a structure within the claimed range, as it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the 
optimum or working ranges involves only routine skill in the art. In re Aller, 105 
USPQ 233. 

c. Regarding claims 15 and 16, Martensson discloses the invention as 
claimed except for the side edges of the insert being rounded or conical. 
However, it would have been a matter of obvious design choice to form the side 
edges as rounded or running conically, as such a modification would have 
involved a mere change in shape of a component. A change in shape is 
generally recognized as being within the level of ordinary skill in the art. In re 
Dailey, 149 USPQ 47 (CCPA 1966). 
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Claim Rejections - 35 USC § 103 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martensson (WO 00/20705) in view of Riedi (US Patent 2,863,185). Regarding claim 6, 
Martensson discloses the invention as claimed except for the insert having at least one 
cavity. However, it is notoriously well known in the art that inserts can comprise a 
cavity. For example, Riedi teaches an insert (10) for connecting and locking boards 
(16), wherein the insert comprises at least one cavity (Fig. 1 ,2,3,4) in order to more 
easily deform to fit inside the grooves of the board. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Martensson to 
include at least one cavity, such as taught by Riedi, in order to make the device easier 
to install. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELIZABETH A. PLUMMER whose telephone number is 
(571)272-2246. The examiner can normally be reached on Monday through Friday, 
8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on (571) 272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeanette E Chapman/ 
Primary Examiner, Art Unit 3633 

IE. A. P.I 

Examiner, Art Unit 3635 



